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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 2, 6, 7, 13, 18, 19, 25, 26, 30, and 31 are rejected under 35 
U.S.C. 102(b) as being anticipated by Torpey (US Patent 5,801,727). 

3. Torpey discloses: 
• Claim 1: 

an inkjet printhead (48 in figure 5; the examiner notes that the limitation "MEMS 
inkjet printhead" describes a process of manufacturing which is incidental to the claim 
apparatus. It is well established that a claimed apparatus cannot be distinguished over 
the prior art by a process limitation. Consequently, the process claim limitation is 
afforded no patentable weight (see MPEP 2113)) comprising a silicon substrate (col. 4, 
lines 25-30), having a plurality of nozzles, each nozzle comprising: 

a chamber (16 in figure 2) adapted to contain an ejectable liquid (ink 21 in figure 
2); and, 

at least one droplet ejection actuator (80 in figure 5) associated with each of the 
chambers respectively, the droplet ejection actuator being adapted to eject a droplet of 
the ejectable liquid from the nozzle (column 4, lines 41-44), wherein, 
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the chambers are mounted on a passivation layer of the silicon substrate (col. 4, 
lines 25-30; the examiner notes that passivation layers are often made of silicon and 
thus the silicon substrate in the reference meets this limitation) and are at least partially 
formed by an amorphous ceramic material (column 3, lines 47-52). 

• Claim 2: 

wherein the drop ejection actuator (80 in figure 5) is a heater element configured 
for thermal contact with a bubble forming liquid within the chamber (column 4, lines 35- 
37); such that, 

heating the heater element (80) to a temperature above the boiling point of the 
bubble forming liquid forms a gas bubble (92 in figure 5) that causes the ejection of a 
droplet of the ejectable liquid through the nozzle corresponding to that heater element 
(column 4, lines 41-44). 

• Claim 6: 

wherein the ejectable liquid is the same as the bubble forming liquid (column 4, 
lines 41-44). 

• Claim 7: 

wherein the printhead is a pagewidth printhead (column 4, lines 23-24). 

• Claim 13: 

a printer system which incorporates a inkjet printhead (48 in figure 5; the examiner 
notes that the limitation "MEMS inkjet" describes a process of manufacturing which is 
incidental to the claim apparatus. It is well established that a claimed apparatus cannot 
be distinguished over the prior art by a process limitation. Consequently, the process 
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claim limitation is afforded no patentable weight (see MPEP 2113)), the printhead 
comprising a silicon substrate (col. 4, lines 25-30), each nozzle comprising: 

a bubble forming chamber (16 in figure 2) adapted to contain a bubble forming 
liquid (ink 21 in figure 2); and, 

at least one heater element (80 in figure 5) disposed in each of the bubble 
forming chambers respectively, the heater elements configured for thermal contact with 
the bubble forming liquid (as seen in figure 5); such that, 

heating the heater element (80) to a temperature above the boiling point of the 
bubble forming liquid forms a gas bubble (92 in figure 5) that causes the ejection of a 
drop of an ejectable liquid from the nozzle corresponding to that heater element (column 
4, lines 41-44), 

wherein the bubble forming chambers are mounted on a passivation layer of the 
silicon substrate (col. 4, lines 25-30; the examiner notes that passivation layers are 
often made of silicon and thus the silicon substrate in the reference meets this 
limitation) and are at least partially formed by an amorphous ceramic material (column 
3, lines 47-52). 

• Claim 18: 

wherein the ejectable liquid is the same as the bubble forming liquid (column 4, 
lines 41-44). 

• Claim 19: 

wherein the printhead is a pagewidth printhead (column 4, lines 23-24). 



Application/Control Number: 10/728,970 Page 5 

Art Unit: 2861 

• Claim 25: 

a method of ejecting drops of an ejectable liquid from a MEMS inkjet printhead 
(48 in figure 5; the examiner notes that the limitation "MEMS inkjet" describes a process 
of manufacturing which is incidental to the claim apparatus. It is well established that a 
claimed apparatus cannot be distinguished over the prior art by a process limitation. 
Consequently, the process claim limitation is afforded no patentable weight (see MPEP 
2113)), the printhead comprising a silicon substrate (col. 4, lines 25-30) having a 
plurality of nozzles (64 in figure 5), each nozzle comprising: 

a chamber (16 in figure 2) corresponding to each of the nozzles respectively 
(column 4, lines 25-27), the chambers adapted to contain an ejectable liquid (ink 21 in 
figure 2); and, 

at least one droplet ejection actuator (80 in figure 5) associated with each of the 
chambers respectively, 

wherein the chambers are mounted on a passivation layer of the silicon substrate 
(col. 4, lines 25-30; the examiner notes that passivation layers are often made of silicon 
and thus the silicon substrate in the reference meets this limitation) and are at least 
partially formed by an amorphous ceramic material (column 3, lines 47-52); 

the method comprising the steps of: 

placing the ejectable liquid into contact with the drop ejection actuator; and 
actuating the droplet ejection actuator such that a droplet of an ejectable 

liquid is ejected from the corresponding nozzle (column 4, lines 41-44). 
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• Claim 26: 

wherein the drop ejection actuator (80 in figure 5) is a heater element configured 
for thermal contact with a bubble forming liquid within the chamber (column 4, lines 35- 
37); such that, 

heating the heater element (80) to a temperature above the boiling point of the 
bubble forming liquid forms a gas bubble that causes the ejection of a droplet of the 
ejectable liquid through the nozzle corresponding to that heater element (column 4, 
lines 41-44). 

• Claim 30: 

wherein the ejectable liquid is the same as the bubble forming liquid (column 4, 
lines 41-44). 

• Claim 31: 

wherein the printhead is a pagewidth printhead (column 4, lines 23-24). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the - 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3-5, 15-17, and 27-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Torpey (US Patent 5,801 ,727). 
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6. Torpey discloses substantially the claimed invention except for "wherein the 
amorphous ceramic material is silicon nitride", "wherein the amorphous ceramic material 
is silicon dioxide", and "wherein the amorphous ceramic material is silicon oxynitride." It 
has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
preference. In re Leshin, 125 USPQ 416. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use these types of 
ceramics as the preferred material in order to lower cost and increase the durability of 
the printhead by using these well-known wear resistant materials to manufacture the 
chambers. 



Communication with the USPTO 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jannelle M. Lebron whose telephone number is (571) 

272- 2729. The examiner can normally be reached on Monday thru Friday 8:30am- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen D. Meier can be reached on (571) 272-2149. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Jannelle M. Lebron 
AU 2861 
12/19/2006 



